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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) Q Notice of References Cited (PTO-892) 

2) CH Notice of Drattsperson's Patent Drawing Review (PTO-948) 

3) ED Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) Interview Summary (PTO-413) 
Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20050928 



Application/Control Number: 09/437,607 Page 2 

Art Unit: 1638 

DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Applicant' response filed 05/31/05 in reply to the Office action mailed 12/29/04 
has been entered. Claims 1-4, 8-18, 38-40, and 48-49, and 54-60 are pending and are 
under examination. 

All previous objections and rejections not set forth below have been withdrawn in 
view of Applicant's amendment to the claims or arguments. 

Claim Objections 

Claims 1,10, and 49 are objected to under 37 CFR 1 .75 as being substantial 
duplicates of claims 54, 55, and 56, respectively. When two claims in an application are 
duplicates or else are so close in content that they both cover the same thing, despite a 
slight difference in wording, it is proper after allowing one claim to object to the other as 
being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

New Matter 

Claims 1-4, 8-18, and 38-40, 48, 54 and 60 remain rejected under 35 U.S.C. 112, 
first paragraph, as containing subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed 
invention. This rejection is repeated for the reasons of record as set forth in the last 
Office action of 12/31/04. Applicant's arguments filed 05/31/05 have been considered 
but are not deemed persuasive. 



Application/Control Number: 09/437,607 Page 3 

Art Unit: 1638 

Applicant argues that the disclosure as originally filed provides support for a pH 
of about 5.5 to 7.0 and more alkaline. Applicant asserts that "more alkaline" pH on page 
8 of the specification includes a pH of 5.6 to 9.5. Applicant points to page 8, lines 18-20 
and 23-24 of the specification for support. 

This is not found persuasive because neither the specification nor the claims as 
originally filed recite a pH that is greater than 7 or use the word more alkaline soil pH 
which in the sense that it will include any pH above 7. On page of the specification, lines 
16-23, the preferred soil pH for nickel ranges from 5.6 to 6.7, but when the iron oxide 
level in the soil is low, a more alkaline pH may be used. There is no implicit or explicit 
inclusion of pH that ranges up to 9.5. For cobalt, the preferred pH is 5.5 (see page 8, 
line 22). Table 1 on pages 21-22, the soil pH varies from 4.84 to 6.54, while in Tables 2 
and 3, the soil pH ranges from 4.99 to 5.57. No mention is made of pH greater than 7 or 
pH that ranges to 9.5. Therefore, the limitation of soil pH of up to 5.6 to 9.5 is 
considered a new matter. Applicant is required to delete the New Matter in response to 
this Office action, as stated in the last Office action. See MPEP 2163.05. See also In re 
Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976) and Purdue Pharma LP. v. 
Paulding Inc., 230 F.3d 1320, 1328, 56 USPQ2d 1481, 1487 (Fed. Cir. 2000). 

Claim Rejections - 35 USC §112 

Claims 1-4, 8-9, 48-49, and 54-60 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for a method of selectively 
increasing the amount of Ni recovered from metal containing soil by adjusting the pH of 
the soil from an initial pH to a raised pH of at least 7.0, and cultivating in the soil a Ni- 
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hyperaccumulator plant, does not reasonably provide enablement for the use of a 
cobalt-hyperaccumulator plant in said soil pH for increased metal recovery. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention commensurate in 
scope with these claims. This rejection is repeated for the reasons of record as set forth 
in the Office action of 12/31/04. Applicant's arguments filed 05/31/05 have been 
considered but are not deemed persuasive. 

Applicant argues that the specification discloses a large number of Ni and Co- 
metal hyperaccumulators that are suitable in the claimed methods of selectively 
increasing the amount of at least metal recovered from metal contaminated soil. 
Applicant asserts that one of ordinary skill in the art can easily identify metal 
hyperaccumulators, adjust soil pH and cultivate at least one of said identified 
hyperaccumulator plants or at least one of the metal hyperaccumualtor plants listed on 
pages 10-17 of the specification in the soil to permit metal accumulation (response, p. 
3). 
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This is not found persuasive because the rejection is not based on whether one 
of ordinary skill in the art can adjust soil pH to a higher level and cultivate a Ni or Co 
hyperaccumulator plant in said soil for metal recovery. The claims are rejected because 
the specification is not enabling for a method of increasing the amount of at least one 
metal recovered from a metal containing soil by adjusting the pH of the soil from an 
initial pH to a raised pH of 5.6 to 9.5 and cultivating a Co-hyperaccumulator in said soil 
to recover Ni or any other metal. The specification does not teach that metal recovery 
can be increased in Co-hyperaccumulator plants at soil pH of 5.6 and above. Tables 1-3 
of the specification show that adjusting the soil from an initial pH to an increased soil pH 
of 6.0 actually decreases the accumulation of cobalt and manganese in plant tissues. In 
Table 1, the metal hyperaccumulator of Alyssum murale grown on soils of pH 6.0, for 
example, accumulated far greater amounts of nickel than the plants grown on soils of 
pH 4.5. In addition, plants taking up larger amounts of nickel at soil pH 6.0 accumulated 
smaller amounts of other metals such as cobalt and manganese. Similar results are 
also shown in Tables 2-4. Therefore, adjusting the soil pH to at least 5.6 to 9.5 is not 
expected to recover increased amount of cobalt and manganese. Therefore, claims 
drawn to a method for selectively increasing the amount of metal recovered by adjusting 
soil pH from an initial pH to an increased pH of at least 5.6 to 9.5 and cultivating Co or 
Mg-hyperaccumulating plants in said for metal recovery are not supported by an 
enabling disclosure. 
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Applicant argues that the claims only require that the plants accumulate metals at 
the specified level of soil pH rather than an increase or improvement in metal 
accumulation at that pH. However, enablement of the invention is not only what the 
claims require but also what is taught in the specification and what was known in the 
prior art at the time this application was filed, and if one of ordinary skill in the art can 
practice the invention as claimed without undue experimentation. The claims require 
the use of "nickel-hyperaccumulator, cobalt-hyperaccumulator, and manganese- 
hyperaccumualtor" plants and increased recovery of metals of metals including nickel, 
cobalt, palladium, rhodium, ruthenium, platinum, iridium, osmium, rhenium and mixtures 
thereof and soil pH of 5.6 to 9.5. In this application, however, the specification shows 
that only Ni-hyperaccumulator plants are capable of recovering Ni at the claimed soil pH 
level. At the paragraph bridging pages 4 and 5 of the response, Applicant admits that all 
disclosures of the prior art are the opposite of what have been discovered in the instant 
specification. The prior art teaches that lowering soil pH to acidic level increases 
solubility and uptake of metals including Ni, Co, Mn, and Zn, thereby increasing 
recovery and accumulation of metals in plant tissues. Therefore, given the teaching of 
the specification which is limited to the use of Ni-hyperaccumulator plants at soil pH of 
at least 5.6-7.0 and increased recovery of nickel; the stated of the prior art which 
teaches exactly the opposite of Applicant's discovery, the amount of experimentation 
required to practice the invention as claimed is expected to exceed routine. In addition, 
it is clear that further research is required to understand this unusual effect of soil pH 
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adjustment (from low pH to higher pH) on metal accumulation and recovery metal 
hyperaccumulators. Therefore, the rejection is made and maintained. 

Applicant is invited to provide evidence in the form of Data or 132 declaration to 
support the broad scope of the claims; or also Applicant may amend the claims to limit 
the use of a Ni-hyperaccumulator and initial soil pH to an increased level of at least 5.6 
to 7.0 to obviate the rejection. 



Remarks 

Claims are deemed free of the prior art in view of the declarations under Rule 
1 .132 of Yin-MING of 02/13/03 and 12/08/03. 



No claim is allowed. 



Contact information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Medina A. Ibrahim whose telephone number is (571) 
272-0797. The Examiner can normally be reached Monday -Thursday from 8:00AM to 
5:30PM and every other Friday from 9:00AM to 5:00 PM. Before and after final 
responses should be directed to fax nos. (703) 872-9306 and (703) 872-9307, 
respectively. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Dr. Amy Nelson, can be reached at (571) 272-0804. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.usDto.aov . Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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For all other customer support, please call the USPTO Call Center (UCC) at 800- 
786-9199. 



9/27/05 
Mai 



V MEDINA A. BRAHtM 
POTENT EXAMINER 



